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REMARKS 

Applicants respectfully request reconsideration in view of the amendment and following 
remarks. Support for amended claim 1 for the additives can be found on page 11, lines 28-31, of 
the specification. Claim 22 is the same as claim 1 except that claim 1 uses "consisting 
essentially of language and claim 22 uses closed language "consisting of. Support for newly 
added claim 23 can be found in the original claims 3, 5, 8 and 9. 

Claims 1-10 and 14-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Okada et al. U.S. Patent No. 6,589,643 ("Okada"). The applicant respectfully traverses this 
rejection. 

Okada discloses energy conversion fibers and sound reducing materials. Said fibers 
contain as an indispensable ingredient piezoelectric material which acts as an energy converting 
material and converts sound energy into electrical energy which will be consumed within the 
fibre into thermal energy. This is explained in col. 4, lines 58-65, and in col. 5, lines 15-42, of 
Okada. Again, this is an essential and required ingredient in Okada. 

Applicant respectfully requests reconsideration of the rejection based on U.S.C. 103(a) 
for obviousness because claim 1 contains the transitional phrase, "consisting essentially of." 
This transitional phrase is interpreted in the case law as, "commonly used to signal a partially 
open claim in a patent. . . [b]y using the term 'consisting essentially of/ the drafter signals that 
the invention necessarily includes the listed ingredients and is open to unlisted ingredients that 
do not materially affect the basic and novel properties of the invention (emphasis added). {PPG 
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Industries v. Guardian Industries, Corp., 156 F.3d 1351, 1354 (Fed. Cir. 1998) (rehearing en 
banc declined Nov. 25, 1998)). The core-sheath fibers of the present patent invention do not 
contain piezoelectric material at all. These fibers are designed for a different purpose (antistatic 
and soil-repellency as well as high chemical and thermal stability and good mechanical shape 
stability as explained on page 1, lines 6 and 7, and page 4, lines 21-24, of the applicant's 
specification) and do not contain piezoelectric materials. The applicant has informed the 
undersigned that the applicant believes that the amount of piezoelectric material as described in 
Okada will materially effect the applicant's claimed invention. For the above reasons, this 
rejection should be withdrawn. 

Claim 22 is patentable over the Okada because it contains the transitional phrase, 
"consisting of." This is closed language and would exclude any additional ingredients such as 
the piezoelectric material as required by Okada. For the above reasons, this rejection should be 
withdrawn. 

The applicant has cancelled the non-elected claim 11. However, the applicant believes 
that if claim 1 is found allowable that claims 20 and 21 should be rejoined and also found 
allowable because these claims require the fiber as claimed in claim 1. 

In view of the above amendment, applicant believes the pending application is in 
condition for allowance. 
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Applicant believes no fee is due with this response. However, if a fee is due, please 
charge our Deposit Account No. 03-2775, under Order No. 09600-0001 1 -US from which the 
undersigned is authorized to draw. 

Respectfully submitted, 



By \JMJU4 &y<H/L<nb/ 
Ashley I. Pezzner V u 

Registration No.: 35,646 

CONNOLLY BOVE LODGE & HUTZ LLP 

1007 North Orange Street 

P.O. Box 2207 

Wilmington, Delaware 19899 
(302) 658-9141 
(302) 658-5614 (Fax) 
Attorney for Applicant 
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